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DETAILED ACTION 
Claim Rejections - 35 USC §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claim 21 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. When nonfunctional descriptive material is recorded on some 
computer-readable medium, in a computer or on an electromagnetic carrier signal, it is not 
statutory since no requisite functionality is present to satisfy the practical application 
requirement. Merely claiming nonfunctional descriptive material, i.e., abstract ideas, stored in a 
computer-readable medium, in a computer, on an electromagnetic carrier signal does not make it 
statutory. See Diehr, 450 U.S. at 185-86, 209 USPQ at 8. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

4. Claims 2 1 -25 and 27-29 are rejected under 35 U.S.C. 1 02(a) as being anticipated by 
European Paten Application No. EP 1 241 890 to Thomas. 
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a. As per claim 21 , Thomas teaches in an instant messaging system providing instant 
message communication between computers, multi-user computer instant messaging software in 
computer readable media, comprising: software for providing plural concurrent instant message 
user logins on a multi-user computer (See page 21 , paragraph [0143] and page 36, paragraph 
[0142]) one of the plural concurrent instant message user logins being a registered buddy of a 
user of a second computer (See page 29, paragraph [0200]); and software for rendering on the 
multi-user computer a video display concurrently with the plural concurrent instant message user 
logins on the multi-user computer (See page 

b. As per claim 22, Thomas teaches the claimed invention as described above. Furthermore, 
Thomas teaches rendering an instant message on the multi-user computer concurrently with the 
rendering of the video display (See page 23, paragraph [0160]). 

c. As per claim 23, Thomas teaches the claimed invention as described above. Furthermore, 
Thomas teaches transmitting from the multi-user computer one of plural predefined instant 
messages (See page 17, paragraph [0120]). 

d. As per claim 24, Thomas teaches the claimed invention as described above. Furthermore, 
Thomas teaches wherein predefined instant messages transmitted from the multi-user computer 
is selected by a user with a wireless remote control device (See page 19, paragraph [0130]). 

e. As per claim 25, Thomas teaches the claimed invention as described above. Furthermore, 
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Thomas teaches rendering an instant message on the multi-user computer over a portion of the 
video display without a visible window surrounding the instant message (See page 22, paragraph 
[0156]). 

f. As per claim 27, Thomas teaches the claimed invention as described above. Furthermore, 
Thomas teaches wherein the instant message is rendered over a marginal region of the video 
display (See page 22, paragraph [0156]). 

g. As per claim 28, Thomas teaches the claimed invention as described above. Furthermore, 
Thomas teaches wherein the instant message is rendered over a user-selectable portion of the 
video display (See page 22, paragraph [0156]). 

h. As per claim 29, Thomas teaches the claimed invention as described above. Furthermore, 
Thomas teaches providing one of the plural concurrent instant message user logins on the multi- 
user computer as a guest login that does not correspond to a specific instant messaging user (See 
page 2, paragraph [0145]). 

Claim Rejections - 35 USC § 103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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6. Claims 1-4, 6-13, 15-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
European Paten Application No. EP 1 241 890 to Thomas in view of European Patent 
Application No. EP 1 130 869 To Mandato. 

a. As per claims 1 and 1 1 , Thomas teaches a messaging system providing instant message 
communication between computers, a multi-user computer instant messaging method, 
comprising the steps of: providing plural concurrent instant message user logins on a multi-user 
computer (See page 21, paragraph [0143] and page 36, paragraph [0142P, one of the plural 
concurrent instant message user logins being a registered buddy of a user of a second computer 
(See page 29, paragraph [0200]); However, Thomas fails to providing to the second computer 
an indication that the registered buddy is one of plural concurrent instant message user logins 
on a multi-user computer. 

Mandato teaches a customizable logical user space, which subscribers can use for 
creating and/or modifying existing user profiles, depending on the changes in the environment 
in which they act (See page 11, lines 3-10 and page 17, lines 48-55).. 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate the teaching of Mandato in the claimed invention of Thomas et al in 
order to allow the user to use different profiles for different situations (See page 7, line 27). 

b. As per claims 2 and 20, Thomas in view of Mandato teaches the claimed invention as 
described above. Furthermore, Thomas teaches wherein one of the plural concurrent instant 
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message user logins on the multi-user computer is a guest login that does not correspond to a 
specific instant messaging user (See page 21, paragraph [0145]). 

c. As per claims 3 and 12, Thomas in view of Mandato teaches the claimed invention as 
described above. Furthermore, Thomas teaches wherein the multi-user computer renders a 
video display concurrently with the plural concurrent instant message user logins on the multi- 
user computer (See page 23, paragraph [0160]). 

d. As per claims 4 and 13, Thomas in view of Mandato teaches the claimed invention as 
described above. Furthermore, Thomas teaches rendering an instant message on the multi-user 
computer over a portion of the video display without a visible window surrounding the instant 
message (See page 22, paragraph [0156]). 

e. As per claims 6 and 15, Thomas in view of Mandato teaches the claimed invention as 
described above. Furthermore, Thomas teaches wherein the instant message is rendered over a 
marginal region of the video display (See page 22, paragraph [0156]). 

f. As per claims 7 and 16, Thomas in view of Mandato teaches the claimed invention as 
described above. Furthermore, Thomas teaches wherein the instant message is rendered over a 
user-selectable portion of the video display (See page 22, paragraph [0156]). 
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g. As per claims 8 and 17, Thomas in view of Mandato teaches the claimed invention as 
described above. Furthermore, Thomas teaches wherein the multi-user computer renders a 
video display concurrently with the plural concurrent instant message user logins on the multi- 
user computer and the method further comprises rendering an instant message on the multi-user 
computer concurrently with the video display (See page 22, paragraph [0156]). 

h. As per claims 9 and 1 8, Thomas in view of Mandato teaches the claimed invention as 
described above. Furthermore, Thomas teaches transmitting from the multi-user computer one 
of plural predefined instant messages (See page 17, paragraph [0120]). 

i. As per claims 10 and 19, Thomas in view of Mandato teaches the claimed invention as 
described above. Furthermore, Thomas teaches receiving from a wireless remote control device 
a user indication of the one of plural predefined instant messages transmitted from the multi- 
user computer (See page 19, paragraph [0130]). 

7. Claims 5 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
European Paten Application No. EP 1 241 890 Thomas in view of European Patent Application 
No. EP 1 130 869 To Mandato as applied to claims 1 and 1 1 above, and further in view of U.S. 
Patent Application No. 2004/001 0808 to DeCarmo. 

a. As per claims 5 and 14, Thomas in view of Mandato teaches the claimed invention as 
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described above. However, Thomas fails to teach wherein the instant message is rendered with 
a user-discernible fade in and a user-discernible fade out. 

DeCarmo teaches wherein the instant message is rendered with a user-discernible fade in 
and a user-discernible fade out (See page 5, paragraph [0044] and figure 7). 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate the teaching of DeCarmo in the claimed invention of Tomas in view of 
Mandato in order to allow the user to participate in instant messaging without unnecessarily 
distracting the user (See page 1, paragraph [0005]). 

8. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over European Patent 
Application . No. EP 1 241 890 Thomas in view of U.S. Patent Application No. 2004/0010808 to 
DeCarmo. 

a. As per claim 26, Thomas teaches the claimed invention as described above. However, 
Thomas fails to teach wherein the instant message is rendered with a user-discernible fade in 
and a user-discernible fade out. 

DeCarmo teaches wherein the instant message is rendered with a user-discernible fade in 
and a user-discernible fade out (See page 5, paragraph [0044] and figure 7). 

It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate the teaching of DeCarmo in the claimed invention of in order to allow 
the user to participate in instant messaging without unnecessarily distracting the user (See page 
1, paragraph [0005]). 
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Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

U.S. Patent Application No. 2004/0143633 to McCarty teaches an instant Messaging 
system with privacy codes. 

U.S. Patent No. 6, 301609 to Aravamudan et al teaches assignable associate priorities for 
user-definable instant messaging buddy groups. 

U.S. Patent No. 2004/01 17443 to Barsness teaches wherein a user may specify which 
indicia and which parameters may be used to infer his unavailability in an editable profile. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Djenane M. Bayard whose telephone number is (571) 272-3878. 
The examiner can normally be reached on Monday- Friday 5:30 AM- 3:00 PM.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on (571) 272-3880. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Djenane Bayard 



Patent Examiner 




